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DETAILED ACTION 



Response to Arguments 



1 . Applicant's arguments filed May 28, 2004 with respect to claims 1-20 have been 
fully considered but they are not persuasive. 

Regarding claim 1 , in response to applicant's argument that the references fail to 
show certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., a call occurs based on a condition that a tracked position has not 
violated boundary conditions) are not recited in the rejected claim(s). See argument, 
page 8, second full paragraph. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). Claim 1 currently 
reads that the calling function occurs "when the position has not violated the boundary 
conditions", and does not condition the occurrence of the calling function solely to the 
non-violation of the boundary conditions. Therefore, the claim as currently written does 
not preclude occurrence of the calling function when the boundary conditions are 
violated. "When" is a broader term than "based on" - "when" requires only that the 
boundary non-violation and calling function occur at the same time, not that the calling 
function is exclusively conditioned on, or made in response to, a boundary non-violation. 

Furthermore, there is not support in the specification as originally filed for 
conditioning the calling function on a non-violation of the boundary conditions. Page 8, 
lines 15-18 of the specification disclose that "while the boundary check facility is 
enabled, a call is made from the portable computer... at preset intervals, such as once a 
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day." The specification does not disclose that the calling function is disabled when a 
boundary violation occurs. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1 , 2, and 5-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hertel (U.S. Patent No. 5,532,690) in view of Cotichini et al. (U.S. Patent No. 
6,300,863) and Klein (U.S. Patent No. 5,936,526). 

Regarding claim 1, Hertel teaches a method for providing protection against theft 
and loss of a vehicle. The method comprises: establishing boundary conditions within 
which the vehicle is authorized for use; tracking a position of the vehicle with a GPS unit 
in the vehicle; comparing the position to the boundary conditions to identify whether the 
vehicle has violated the boundary conditions; and performing anti-theft routines when 
the position has violated the boundary conditions. See Abstract. Hertel does not 
disclose that the method is used in a portable computer system, or that the method 
comprises utilizing a preset calling function at preset intervals to identify a location of 
the portable computer system based on GPS data from the GPS unit when the position 
has not violated the boundary conditions. However, Cotichini discloses a method for 
providing protection against theft and loss of a portable computer system. Cotichini 
discusses the problem of portable computer theft and the need to provide protection 
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against it. See col. 1 , lines 20-25, It would have been obvious to one of ordinary skill in 
the art at the time of the invention to use Hertel's method with a portable computer 
system, in order to prevent its theft. 

Cotichini also discloses that the method comprises utilizing a preset calling 
function at preset intervals to identify a location of the portable computer system. See 
col. 2, lines 27-54 and col. 8, lines 52-63. If the portable computer system was reported 
as being stolen, the calling function allows the owner to recover the portable computer 
system. See col. 14, lines 38-47. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to further modify Hertel with Cotichini, such that the 
method comprises utilizing a preset calling function at preset intervals to identify a 
location of the portable computer system when the position has not violated the 
boundary conditions, in order to allow the portable computer system to be recovered by 
its owner if the portable computer system has been stolen but has not violated the 
boundary conditions. 

Cotichini does not disclose that the location of the portable computer system is 
based on GPS data from a GPS unit. Instead, Cotichini discloses that the location is 
based on caller ID. See Abstract. However, Klein discloses a method for providing 
protection against theft of a portable computer system, in which the location of the 
portable computer system is identified by utilizing a calling function and is based on 
GPS data from a GPS unit in the portable computer system. See Figure 3 and col. 5, 
lines 60 through col. 6, line 1 . One of ordinary skill in the art at the time of the invention 
would have recognized that GPS coordinates can provide a more precise description of 
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a location than caller ID can. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to further modify Hertel in view of Cotichini with 
Klein, such that the location of the portable computer system is based on GPS data 
from a GPS unit, in order to provide the owner of the portable computer system with a 
more precise description of the location of the portable computer system. 

Regarding claim 2, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 1 . Klein also discloses that performing anti-theft routines may 
comprise calling a preset phone number (e.g., a home telephone number) with a cellular 
calling facility (mobile telephone 324) of the portable computer system. See col. 5, line 
60 through col. 6, line 1 and col. 7, lines 12-15. 

Regarding claim 5, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 1. Hertel's tracking also inherently comprises reporting the position 
of the portable computer system at preset intervals. 

Regarding claim 6, Hertel teaches a method for providing protection against theft 
and loss of a vehicle. The method comprises: utilizing GPS functionality within a vehicle 
to track a position of the vehicle; identifying when the position tracked by the GPS 
functionality violates preset boundary conditions of the vehicle; and utilizing calling 
functionality within the vehicle to report a potential theft of the vehicle when the preset 
boundary conditions have been violated. See col. 5, lines 15-67. Hertel does not 
disclose that the method is used in a portable computer system, or that the method 
comprises utilizing a preset calling function at preset intervals to identify a location of 
the portable computer system when the position has not violated the boundary 



Application/Control Number: 09/282,893 Page 6 

Art Unit: 2686 

conditions. However, these features are taught by Cotichini, as explained in the 
preceding rejection of claim 1 , and it would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify Hertel to include these features, for the 
same reasons mentioned in the rejection of claim 1 . 

Hertel and Cotichini do not teach that the calling functionality of the portable 
computer system is cellular. However, Klein discloses a method for providing protection 
against theft of a portable computer system, in which cellular calling functionality within 
the portable computer system is utilized to identify a location of the portable computer 
system. See col. 5, line 60 through col. 6, line 1 and col. 7, lines 12-15. One of 
ordinary skill in the art at the time of the invention would have recognized that the 
preponderance of long distance calling functionalities utilized in modern portable 
computer systems were cellular, such as Klein's. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Hertel in view of Cotichini 
with Klein, such that the calling functionality of the portable computer system is cellular, 
in order to implement the invention in a modern portable computer system with as little 
modification to the portable computer system as possible. 

Regarding claim 7, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 6. Hertel also discloses that the method comprises establishing the 
preset boundary conditions as a chosen distance from a given location within which use 
of the vehicle is allowed. See col. 4, line 66 through col. 4, line 7. 

Regarding claim 8, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 6. Hertel also discloses that the step of utilizing calling functionality 
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comprises calling a preset emergency phone number (e.g., a central monitoring station 
operated by the local police). See col. 5, lines 52-67. 

Regarding claim 9, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 8. Hertel also discloses that the step of utilizing may comprise 
sending a location of the vehicle to the preset emergency phone number. See col. 5, 
lines 48-51. 

Regarding claim 10, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 9, but does not teach that the location is sent as a data stream using 
facsimile protocol. However, the examiner takes Official notice that a facsimile protocol 
is a well known protocol for transmitting data across a wireless interface, and also that 
many portable computers are manufactured with the capability of transmitting facsimile 
information. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to further modify Hertel in view of Cotichini, such that the 
location is sent as a data stream using facsimile protocol, in order to utilize a portable 
computer system's built-in communication capabilities and thereby avoid extra 
expenses. 

Regarding claim 1 1 , Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 6. Hertel also inherently utilizes the GPS functionality at regularly 
scheduled predetermined intervals. 

Regarding claim 12, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 6. Furthermore, in using Hertel's method to provide protection 
against theft of a portable computer system, one of ordinary skill in the art would realize 
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that the GPS functionality can be utilized at all times, including during booting upon 
power-up of the portable computer system. 

Regarding claim 13, Hertel teaches a communication control system for providing 
built-in anti-theft capabilities in a vehicle. The communication control system 
comprises: a controller (30); a wireless unit (36); a GPS unit (14) coupled to the 
controller for tracking a position of the vehicle; and a storage unit (16). The storage unit 
is coupled to the controller and stores preset boundary conditions and out-of-boundary 
actions. The controller compares the position to the boundary conditions and initiates 
the out-of-boundary actions when the comparison identifies a violation of the boundary 
conditions. See Abstract and Figure 1 . Hertel does not disclose that the 
communication control system provides built-in anti-theft capabilities in a portable 
computer system, or that the wireless unit is a cellular unit for performing a calling 
function at preset intervals, where the calling function provides for an identification of a 
location of the portable computer system when there is not a violation of the boundary 
conditions. 

However, Cotichini discloses a communication control system for providing built- 
in anti-theft capabilities in a portable computer system. Cotichini discusses the problem 
of portable computer theft and the need to provide protection against it. See col. 1 , 
lines 20-25. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to use Hertel's communication control system in a portable computer 
system, in order to prevent its theft. 
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Cotichini also discloses that the communication control system comprises a 
wireless unit for performing a calling function at preset intervals, and that the calling 
function provides for an identification of a location of the portable computer system. 
See Figure 1 ; col. 2, lines 27-54; col. 6, lines 54-57; and col. 8, lines 52-63. If the 
portable computer system was reported as being stolen, the calling function allows the 
owner to recover the portable computer system. See col. 14, lines 38-47. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to further 
modify Hertel with Cotichini, such that the wireless unit performs a calling function at 
preset intervals, and that the calling function provides for an identification of a location 
of the portable computer system, in order to allow the portable computer system to be 
recovered by its owner if the portable computer system has been stolen but has not 
violated the boundary conditions. 

Hertel and Cotichini do not teach that the calling functionality of the portable 
computer system is cellular. However, Klein discloses a method for providing protection 
against theft of a portable computer system, in which a cellular unit within the portable 
computer system is utilized to identify a location of the portable computer system. See 
col. 5, line 60 through col. 6, line 1 and col. 7, lines 12-15. One of ordinary skill in the 
art at the time of the invention would have recognized that the preponderance of long 
distance wireless units utilized in modern portable computer systems were cellular, such 
as Klein's. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Hertel in view of Cotichini with Klein, such that the wireless 
calling unit of the portable computer system is cellular, in order to implement the 
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invention in a modern portable computer system with as little modification to the 
portable computer system as possible. 

Regarding claim 14, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 13, and Hertel also discloses that the wireless unit may call a preset 
phone number (of a central monitoring station operated by the local police) as an out-of 
boundary action. See col. 5, lines 52-67. 

Regarding claim 15, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 14, and Hertel also discloses that the wireless unit reports a location 
of the vehicle. See col. 5, lines 44-51 . 

Regarding claim 16, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 13. Hertel's GPS unit also inherently tracks the position at preset 
intervals. 

Regarding claim 17, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 13. Hertel also discloses that the storage unit stores a 
predetermined distance from a central location as an in-bounds condition for the 
vehicle. See col. 4, line 66 through col. 4, line 7. 

Regarding claims 18-20, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claims 1, 6, and 13, and Cotichini discloses that the identified location is 
utilized as a report for finding the portable computer system if it is stolen. See col. 8, 
lines 52-63 and col. 14, lines 38-47. 
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4. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hertel in view of Cotichini and Klein as applied to claim 1 above, and further in view of 
Isikoff (U.S. Patent No. 5,748,084). 

Regarding claims 3 and 4, Hertel in view of Cotichini and Klein teaches all of the 
limitations of claim 1 , but does not teach that the anti-theft routines comprise prompting 
a user for a password, wherein operation of a portable computer system continues 
uninterrupted when the password matches a master password and operation of the 
portable computer system is disabled when the password does not match the master 
password. However, Isikoff teaches an anti-theft routine for a portable computer system 
that comprises prompting a user for a password, wherein operation of a portable 
computer system continues uninterrupted when the password matches a master 
password and operation of the portable computer system is disabled when the 
password does not match the master password. See col. 4, lines 39-61. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to further 
modify Hertel in view of Cotichini and Klein with Isikoff, such that the anti-theft routines 
comprise prompting a user for a password, wherein operation of a portable computer 
system continues uninterrupted when the password matches a master password and 
operation of the portable computer system is disabled when the password does not 
match the master password, so that the anti-theft routines may be overridden by an 
authorized user. 
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Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ken Moore, whose telephone number is (703) 308- 
6042. The examiner can normally be reached on Monday-Friday from 8:30 AM - 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold, can be reached at (703) 305-4379. 
Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 
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(703) 872-931 4 (for Technology Center 2600 only) 
Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 

Drive, Arlington, VA, Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the Technology Center 2600 Customer Service Office 

whose telephone number is (703) 306-0377. 

Ken Moore 
8/9/04 



